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DETAILED ACTION 
Drawings 

1. The drawings are objected to because figures 8A-10E are not properly labeled as "PRIOR 
ART". Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the sheet, 
even if only one figure is being amended. The figure or figure number of an amended drawing 
should not be labeled as "amended." If a drawing figure is to be canceled, the appropriate figure 
must be removed fi"om the replacement sheet, and where necessary, the remaining figures must 
be renumbered and appropriate changes made to the brief description of the several views of the 
drawings for consistency. Additional replacement sheets may be necessary to show the 
renumbering of the remaining figures. Each drawing sheet submitted after the fihng date of an 
application must be labeled in the top margin as either "Replacement Sheet" or **New Sheet" 
pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, the appUcant will 
be notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
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subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

3. Claims 1, 4, 9-10, 13-14, and 16 are rejected under 35 U.S.C, 102(e) as being anticipated 
by Matsuda et al. (Matsuda - US Pat. No. 6,721,1 13 B2). 

Regarding claim 1, Matsuda discloses a method of magnetically transferring a magnetic 
pattern (column 1, lines 48-55) from a master disc having soft magnetic material embedded 
therein (column 2, line 15) to a magnetic recording medixmi (Figure 7B, element 3), comprising 
the steps of: determining an origin of a magnetic recording medium by observing an irmer or 
outer periphery of the magnetic recording medium (column 2, lines 36-50); providing an 
alignment mark on a first side of the magnetic recording medium based on the origin thus 
determined (the magnetic recording medium 3 is described as . .doughnut-shaped with an open 
hole," and the hole is used to align the disk with the position mark on the master disk, therefore 
the hole is a position mark - see column 3, lines 1-12); providing an ahgimient mark on a second 
side opposite the first side of the magnetic recording medium based on the alignment mark on 
the first face (the magnetic recording medium 3 is described as "...doughnut-shaped with an 
open hole," and the hole is used to align the disk with the position mark on the master disk, 
therefore the hole is a position mark and extends to both sides- see column 3, hues 1-12); and 
aUgning a corresponding alignment mark on the master disc coincident with the alignment mark 
provided on the first or second side of the magnetic recording mediimi to transfer a magnetic 
pattern formed on the soft magnetic material to the magnetic recording medium (column 3, lines 
40-53). 

Regarding claim 4, Matsuda discloses all of the Umitations of claim 1 as stated in the 
claim 1 rejection above and further that the step of providing the alignment mark on the second 
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side comprises the steps of: disposing a photomask at a predeteraiined position to provide the 
alignment mark on the second side and recording an image of the photomask (colimm 3, lines 
17-25); disposing the magnetic recording medium at a predetermined position and observing an 
image the alignment mark provided on the first side (see Figure 4); comparing the recorded 
image with the observed image (column 2, lines 51-64); and correcting the position of the 
magnetic recording medium based on the comparison (column 3, lines 1-12). 

Regarding claim 9, Matsuda discloses all of the limitations of claim 1 as stated in the 
claim 1 rejection above and further that the ahgnment mark (Figure 1, element 9) of the master 
disc (Figure 1, element 7) is provided on a side of the master disc where the soft magnetic 
material is embedded (column 3, lines 40-53), and the ahgnment mark provided side of the 
magnetic recording medium corresponding to the master disc is located opposite to the side to 
which the magnetic pattem is transferred by the master disc (see Figure 4 - element 9 is aligned 
with hole in element 3). 

Regarding claim 10, Matsuda discloses all of the limitations of claims 1 and 4 as stated in 
the claim 1 and 4 rejections above and further that the ahgnment mark (Figure 1, element 9). of 
the master disc (Figure 1, element 7) is provided on a side of the master disc where the soft 
magnetic material is embedded (colimin 3, lines 40-53), and the alignment mark provided side of 
the magnetic recording medium corresponding to the master disc is located opposite to the side 
to which the magnetic pattem is transferred by the master disc (see Figure 4 - element 9 is 
aligned with hole in element 3). 

Regarding claim 13, Matsuda discloses all of the limitations of claim 1 as stated in the 
claim 1 rejection above and further that the alignment mark (Figure 1, element 9) of the master 
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disc (Figure 1, element 7) is provided on a side opposite to the side where the soft magnetic 
material is embedded (column 3, lines 40-53), and the alignment mark provided side of the 
magnetic recording medium corresponding to the master disc is a side to which the magnetic 
pattern is transferred by the master disc (see Figure 4 - element 9 is ahgned with hole in element 
3). 

Regarding claim 14, Matsuda discloses all of the limitations of claims 1 and 4 as stated in 
the claim 1 and 4 rejections above and further that the alignment mark (Figure 1, element 9) of 
the master disc (Figure 1, element 7) is provided on a side opposite to the side where the soft 
magnetic material is embedded (column 3, lines 40-53), and the alignment mark provided side of 
the magnetic recording medium corresponding to the master disc is a side to which the magnetic 
pattern is transferred by the master disc (see Figure 4 - element 9 is aUgned with hole in element 
3). 

Regarding claim 16, Matsuda discloses a magnetic transferring device (column 1, lines 
48-55) comprismg: a master disc having soft magnetic material embedded on a first side thereof 
(column 2, line 15) and an ahgnment mark on one of the first side and a second side opposite the 
first side (see Figure 1, element 9); and a magnetic recording mediimi having at least one 
alignment mark on each of a first side and a second side thereof (the magnetic recording medium 
3 is described as "...doughnut-shaped with an open hole," and the hole is used to aUgn the disk 
with the position mark on the master disk, therefore the hole is a position mark and extends to 
both sides- see column 3, lines 1-12), wherein the ahgnment mark on the master disc is alignable 
with the alignment mark provided on the first or second side of the magnetic recording medium 
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to transfer a magnetic pattern formed on the soft magnetic material to the magnetic recording 
medium (column 3, lines 40-53). 

Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill 
in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

5. Claims 2-3, 5-8, 11-12, 15, and 17-20 are rejected under 35 U.S.C. 103(a) as being 
impatentable over Matsuda et al. (Matsuda - US Pat. No. 6,721,1 13 B2) in view of Hamano et al. 
(Hamano - US Doc. No 2002/0081018 Al). 

Regarding claim 2, Matsuda discloses all of the limitations of claim 1 as stated in the 
claim 1 rejection above. Matsuda does not disclose that the alignment mark on the first or 
second side is placed outside a data area where magnetic information on the magnetic recording 
medium is written/read. 

Hamano discloses a series of position marks (Figure 1, element 16) that are placed 
outside the data area where magnetic information on the magnetic recording medium is 
written/read (see Figure 1). The combination of the transfer method disclosed by Matsuda and 
the position marks as disclosed by Hamano would yield a method of transfer in which position 
marks are placed outside of the data area. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine the disclosure of Matsuda with the disclosure of Hamano, the motivation 
being in order to produce a magnetic transfer method in which a recordable medium would be 
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aligned with a master medium by use of position marks that do not affect the data being 
transferred. 

Regarding claim 3, Matsuda discloses all of the limitations of claim 1 as stated in the 
claim 1 rejection above. Matsuda does not disclose that the alignment marks on the first and 
second sides are formed by a photo process. 

Hamano discloses that the alignment marks (read on by position marks - Figure 1, 
element 16) undergo laser processing (reads on *photo process' - see paragraph 29). The 
combination of the transfer method disclosed by Matsuda and the photo position marks as 
disclosed by Hamano would yield a method of transfer in which position marks are created using 
Hght. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine the disclosure of Matsuda with the disclosure of Hamano, the motivation 
being in order to produce a magnetic transfer method in which a recordable medium would be 
aUgned with a master medium by use of position marks which were appUed accurately without 
destroying data from the disk. 

Regarding claim 5, Matsuda discloses all of the limitations of claim 1 as stated in the 
claim 1 rejection above. Matsuda does not disclose that two or more alignment marks are 
provided on the master disc, and two or more alignment marks corresponding to the master disc 
are formed on the first or second side of the recording medium. 

Hamano discloses that the alignment marks (read on by position marks - Figure 1, 
element 16) are provided "simultaneously* (reads on 'two or more' - see paragraph 29). The 
combination of the transfer method disclosed by Matsuda and the photo position marks as 
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disclosed by Hamano would yield a method of transfer in which position marks are created two 
or more at a time. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine the disclosure of Matsuda with the disclosure of Hamano, the motivation 
being in order to produce a magnetic transfer method in which a recordable medium would be 
aligned with a master medium by use of position marks which were applied accurately and at the 
same time. 

Regarding claim 6, Matsuda discloses all of the limitations of claim 4 as stated in the 
claim 4 rejection above, respectively. Matsuda does not disclose that two or more alignment 
marks are provided on the master disc, and two or more alignment marks corresponding to the 
master disc are formed on the first or second side of the recording medium. 

Hamano discloses that the alignment marks (read on by position marks - Figure 1, 
element 16) are provided "simultaneously" (reads on 'two or more' - see paragraph 29). The 
combination of the transfer method disclosed by Matsuda and the photo position marks as 
disclosed by Hamano would yield a method of transfer in which position marks are created two 
or more at a time. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine the disclosure of Matsuda with the disclosure of Hamano, the motivation 
being in order to produce a magnetic transfer method in which a recordable medium would be 
aligned with a master medium by use of position marks which were applied accurately and at the 
same time. 
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Regarding claim 7, the combination of Matsuda and Hamano disclose all of the 
limitations of claim 5 as recited in the claim 5 rejection above. Matsuda discloses that the disks 
are closely touching (reads on 'engageable' - column .2, lines 54-64), but does not disclose the 
multiple position marks, 

Hamano does disclose the multiple position marks. The combination of touching the 
disks together as well as the multiple position marks, would yield to an aligned master disk in 
which the position marks are configured to be engageable. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the disclosure of Matsuda and Hamano, the motivation being in 
order to create a more accurate positioning method for a magnetic transfer method. 

Regarding claim 8, the combination of Matsuda and Hamano disclose all of the 
limitations of claim 6 as recited in the claim 6 rejection above. Matsuda discloses that the disks 
are closely touching (reads on 'engageable' - column 2, lines 54-64), but does not disclose the 
muhiple position marks. 

Hamano does disclose the multiple position marks. The combination of touching the 
disks together as well as the multiple position marks, would yield to an aligned master disk in 
which the position marks are configured to be engageable. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the disclosure of Matsuda and Hamano, the motivation being in 
order to create a more accurate positioning method for a magnetic transfer method. 

Regarding claim 11, the combination of Matsuda and Hamano disclose all of the 
limitations of claim 5 as stated in the claim 5 rejection above. Matsuda further discloses that the 
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alignment mark (Figure 1, element 9) of the master disc (Figure 1, element 7) is provided on a 
side of the master disc where the soft magnetic material is embedded (column 3, lines 40-53), 
and the alignment mark provided side of the magnetic recording medium corresponding to the 
master disc is located opposite to the side to which the magnetic pattern is transferred by the 
master disc (see Figure 4 - element 9 is aHgned with hole in element 3), 

Regarding claim 12, the combination of Matsuda and Hamano disclose all of the 
limitations of claim 7 as stated in the claim 7 rejection above. Matsuda further discloses that the 
alignment mark (Figure 1, element 9) of the master disc (Figure 1, element 7) is provided on a 
side of the master disc where the soft magnetic material is embedded (column 3, lines 40-53), 
and the alignment mark provided side of the magnetic recording medium corresponding to the 
master disc is located opposite to the side to which the magnetic pattem is transferred by the 
master disc (see Figure 4 - element 9 is aUgned with hole in element 3). 

Regarding claim 15, the combination of Matsuda and Hamano disclose all of the 
limitations of claim 5 as stated in the claim 5 rejection above. Matsuda fiirther discloses that the 
alignment mark (Figure 1, element 9) of the master disc (Figure 1, element 7) is provided on a 
side opposite to the side where the soft magnetic material is embedded (colxmm 3, lines 40-53), 
and the alignment mark provided side of the magnetic recording medium corresponding to the 
master disc is a side to which the magnetic pattem is transferred by the master disc (see Figure 4 
- element 9 is aligned with hole in element 3). 

Regarding claim 17, Matsuda discloses all of the limitations of claim 16 as stated in the 
claim 16 rejection above. Matsuda does not disclose that two or more ahgnment marks are 
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provided on the master disc, and two or more alignment marks corresponding to the master disc 
are formed on the first or second side of the recording medium. 

Hamano discloses that the alignment marks (read on by position marks - Figure 1, 
element 16) are provided "simultaneously" (reads on 'two or more' - see paragraph 29). The 
combination of the transfer method disclosed by Matsuda and the photo position marks as 
disclosed by Hamano would yield a method of transfer in which position marks are created two 
or more at a time. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine the disclosure of Matsuda with the disclosure of Hamano, the motivation 
being in order to produce a magnetic transfer method in which a recordable medixrai could be 
ahgned with a master medium by use of position marks which were applied accurately and at the 
same time. 

Regarding claim 18, the combination of Matsuda and Hamano disclose all of the 
limitations of claim 17 as recited in the claim 17 rejection above. Matsuda discloses that the 
disks are closely touching (reads on 'engageable' - column 2, lines 54-64), but does not disclose 
the multiple position marks. 

Hamano does disclose the multiple position marks. The combination of touching the 
disks together as well as the multiple position marks, would yield to an aligned master disk in 
which the position marks are configured to be engageable. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the disclosure of Matsuda and Hamano, the motivation being in 
order to create a more accurate positioning method for a magnetic transfer method. 
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Regarding claim 19, the combination of Matsuda and Hamano disclose all of the 
limitations of claim 17 as stated in the claim 17 rejection above. Matsuda further discloses that 
the aUgnment mark (Figure 1, element 9) of the master disc (Figure 1, element 7) is provided on 
a side of the master disc where the soft magnetic material is embedded (column 3, lines 40-53), 
and the alignment mark provided side of the magnetic recording medium corresponding to the 
master disc is located opposite to the side to which the magnetic pattern is transferred by the 
master disc (see Figure 4 - element 9 is ahgned with hole in element 3). 

Regarding claim 20, the combination of Matsuda and Hamano disclose all of the 
limitations of claim 17 as stated in the claim 17 rejection above Matsuda fiirther discloses that 
the aUgnment mark (Figiu-e 1, element 9) of the master disc (Figure 1, element 7) is provided at 
the second side thereof (colimm 3, lines 40-53), and the alignment mark of the magnetic 
recording medium corresponding to the alignment mark of the master disc is the side to which 
the magnetic pattem is transferred by the master disc (see Figure 4 - element 9 is aligned with 
hole in element 3). 

Conclusion 

6. The prior art made of record and not rehed upon is considered pertinent to applicant's 
disclosure. 

a. Takano (US Pat. No. 6,813,105 B2) discloses a method of magnetic transfer in 
which the master and recordable disks are held in close contact. 

b. Higashi (Us Doc. No. 2004/0224458 Al) discloses a method of using alignment 
marks on the recordable medium which transferring data. 
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c. Curtiss et al. (US Pat. No. 6,757,1 16 Bl) discloses the use of indicator marks that 

are used as alignment in order to transfer data. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Adam R. Giesy whose telephone number is (703) 306-4080. The 
examiner can normally be reached on 8:00am- 4: 15pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David R. Hudspeth can be reached on (730) 308-4825. The fax phone number for 
the organization where this appHcation or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for impublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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